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“The existence of a substantial news.
question of patentability is not precluded®.
by the fact that a patent or printed publica4o.
tion was previously cited by or to the Office1.
or considered by the Offic&” 12.

To reflect the revised provisions ofyg,
U.S.C. 88 303(a) and 312(a), the PTO hag,
issued a notice of Revised Guidelines foyg
Usage of Previously Cited/Considered Priqg
Art in Reexamination Proceedirf§sthe

notice states that in any reexamination
ordered on or after November 2, 20025
reliance on “old art” does not necessarily; o
preclude the existence of a substantial new
question of patentability that is based
amination process to take advantage of i C_IUS'Ver on that old art. "Old art” 1S
lack of presumption of validity during reex- efined tq mean a”_th‘f"t was-: (.1) relied
amination. upon to reject any claim in an earlier exam-
The 2002 Act also contains provisionj-.nation of the patent; or (2) cited in an earz,
expanding the scope of documentary pri jpr examination and Its releva_n ce 1o th.%-
art which may be considered in reexaming22tentapility of any claim was discussed i,
tion proceedings, thereby broadening th at examlnauon._ Determmaﬂpns O3,
situations in which third parties may useW_thher a substantial new question existy,
reexamination. In particular, the fact thatWIII be based upon a fact-speuflc inquiry
prior art was previously considered by th&°N€ °na case-by-case basis. For example,
PTO will now not necessarily precludea substantial new question may b.e ba; ed
reexamination based on the prior art. Th olely on oI(_:i art where the .Old art IS belqg
2002 Act effectively overrulesre Portola presented/viewed in a new .“gh.t’ orina dif-
Packaging, In&8, formerly the governing ferept way, as compareq W'Fh Its usein the
case on the use of previously considere%;:’1r||er con_cluded exammaﬂon(s), In view
prior art in reexamination proceedings. A%.) a material new argument or interpreta-
described earlier, a substantial new ques—'c.)n presented n the requé‘ét?l’oggther .
tion of patentability must exist for a reexy” ith the new third _par_ty appeal rlght_s n
amination to proceed. The Federal Circui'[lrlter partes reexamlnatlon, the expansion of
held inIn re Portola Packaging, Irtbat a ¢ € scope of pre\.n'ously considered prior art
combination of two references that wer\é\’hICh may be_ ut|I|;ed in the r(.eexam.matlon
relied upon individually to reject claims process _prowdes_ mcregsed incentive and
during the prosecution of the appIic:ationOppom.mIty for third parties to use the reexas.
which matured into the patent does no?mlnatlon Process tq challepge competitas.
raise a substantial new question Ofatents. Whether third parties .Choose o7
patentability in a subsequent reexamina-ake advantage of the new incentives

tion of the patent? The Federal Circuit 'omans 10 be seen. 28.
also held that an amendment of the clai 29.
during reexamination does not justify usin DNOTES 30.
old prior art to raise a substantial new ques- (i%g ;-R- No. 106-287(1), 106th Cong., 1st Ses$1.

' 32.

tion of patentability® Thus, according to

the Federal Circuit, “a rejection made dur->
ing reexamination does not raise a substan-
tial new question of patentability if it is

supported only by prior art previously con-
sidered by the PTO3! The 2002 Act 3.
revised the reexamination statute by
adding, inter alia, the following new last.
sentence of 35 U.S.C. 88 303(a) and.
312(a): 7.

Through July 2003, 146 non patent-owner

requests for reexamination have been filed with

the PTO in 2003. Seventeen requests have been
inter partes requests, and 129 requests have been
ex parte requests.

37 C.FR. §1.510; 37 C.FR. §1.915.
37 C.FR. §1.915(a)(8).

37 C.FR. §1.515; 37 C.FR. §1.923.
37 C.FR. §1.525; 37 C.FR. §1.913.
37 C.FR. §1.530(b).

33.

34.
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37 C.FR. §1.530(c).
37 C.FR. §1.535.
37 C.FR. §1.550(g).
37 C.FR. §1.535.
37 C.FR. §1.550(b).
37 C.FR. §1.945.
37 C.FR. §1.947.
37 C.FR. §1.959.
37 C.FR. §1.983.

. 35 U.S.C. 8315(b)(1) (as amended Nov. 2, 2002);

35 U.S.C. §141 (as amended Nov. 2, 2002).
35 U.S.C. 8§8315(b)(2) (as amended Nov. 2, 2002).

68 Federal Register 22343, April 28, 2003 Notice
of proposed rulemaking, Changes to Implement
2002 Inter Partes Reexamination and Other
Technical Amendments to the Patent Statute.
Conforming/Ancillary amendments are proposed
for Secs 1.301, 1.304, and 1.979. See 68 ER.
22351-22353.

68 FR. 22348, April 28, 2003.
68 FR. 22348, 68 FR. 22353.
68 FR. 22353.

MPEP 2258.

35 U.S.C. 8§315(c). 28 Sec. 1338 reads, inter alia,
as follows:

Sec. 1338. - Patents, plant variety protection,
copyrights, mask works, designs, trademarks, and
unfair competition

(a) The district courts shall have original jurisdic-
tion of any civil action arising under any Act of
Congress relating to patents, plant variety protec-
tion, copyrights and trademarks. Such jurisdiction
shall be exclusive of the courts of the states in
patent, plant variety protection and copyright
cases.

(b) The district courts shall have original jurisdic-
tion of any civil action asserting a claim of unfair
competition when joined with a substantial and
related claim under the copyright, patent, plant
variety protection or trademark laws.

35 U.S.C. §315(c).
35 U.S.C. §307(b).

United States Surgical Corp. v. Ethicon,168.
F.3d 1554, 1564 (Fed. Cir. 1997).

110 F3d 786, 42 USPQ2d 1295 (Fed. Cir. 1997).
110 F3d at 790.
110 F3d at 791.
110 F3d at 791.

See the 21st Century Department of Justice
Appropriations Authorization Act, TITLE IlI-
INTELLECTUAL PROPERTY, Subtitle A - Patent
and Trademark Office, Section 13105, part (a), of
the “Patent and Trademark Office Authorization
Act” of 2002 -Enacted as part of Public Law 107-
273 on November 2, 2002.

Revised Guidelines for Usage of Previously
Cited/Considered Prior Art in Reexamination
Proceedings, Office of Patent Legal Admin-
istration Pre-OG Notice, signed June 6, 2003.

Id.



