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amination process to take advantage of the
lack of presumption of validity during reex-
amination. 

The 2002 Act also contains provisions
expanding the scope of documentary prior
art which may be considered in reexamina-
tion proceedings, thereby broadening the
situations in which third parties may use
reexamination. In particular, the fact that
prior art was previously considered by the
PTO will now not necessarily preclude
reexamination based on the prior art. The
2002 Act effectively overrules In re Portola
Packaging, Inc.28, formerly the governing
case on the use of previously considered
prior art in reexamination proceedings. As
described earlier, a substantial new ques-
tion of patentability must exist for a reex-
amination to proceed. The Federal Circuit
held in In re Portola Packaging, Inc.that a
combination of two references that were
relied upon individually to reject claims
during the prosecution of the application
which matured into the patent does not
raise a substantial new question of
patentability in a subsequent reexamina-
tion of the patent.29 The Federal Circuit
also held that an amendment of the claims
during reexamination does not justify using
old prior art to raise a substantial new ques-
tion of patentability.30 Thus, according to
the Federal Circuit, “a rejection made dur-
ing reexamination does not raise a substan-
tial new question of patentability if it is
supported only by prior art previously con-
sidered by the PTO.”31 The 2002 Act
revised the reexamination statute by
adding, inter alia, the following new last
sentence of 35 U.S.C. §§ 303(a) and
312(a):

“The existence of a substantial new
question of patentability is not precluded
by the fact that a patent or printed publica-
tion was previously cited by or to the Office
or considered by the Office.”32

To reflect the revised provisions of
U.S.C. §§ 303(a) and 312(a), the PTO has
issued a notice of Revised Guidelines for
Usage of Previously Cited/Considered Prior
Art in Reexamination Proceedings.33 The
notice states that in any reexamination
ordered on or after November 2, 2002,
reliance on “old art” does not necessarily
preclude the existence of a substantial new
question of patentability that is based
exclusively on that old art. “Old art” is
defined to mean art that was: (1) relied
upon to reject any claim in an earlier exam-
ination of the patent; or (2) cited in an ear-
lier examination and its relevance to the
patentability of any claim was discussed in
that examination. Determinations on
whether a substantial new question exists
will be based upon a fact-specific inquiry
done on a case-by-case basis. For example,
a substantial new question may be based
solely on old art where the old art is being
presented/viewed in a new light, or in a dif-
ferent way, as compared with its use in the
earlier concluded examination(s), in view
of a material new argument or interpreta-
tion presented in the request.34 Together
with the new third party appeal rights in
inter partes reexamination, the expansion of
the scope of previously considered prior art
which may be utilized in the reexamination
process provides increased incentive and
opportunity for third parties to use the reex-
amination process to challenge competitor
patents. Whether third parties choose to
take advantage of the new incentives
remains to be seen.
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